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s^j^Kn AND CQMMIINlCAIlMi 



Conisnis 

3 

I. Introduction 

4 



The Basic Factual Inquiries " 4 

A. The Graham inquiries 5 

B Gathering the Relevant Facts ■ 5 

■ 1. Where to search and what to search for.... ^ 

2. Does art found during the search quaUfy as pnorart —^'Z'. 6 

a. Documentary information • ^ 

b. Non-documentary information •••••••• ^ 

(1) . admissions 7 

(2) . common/prior knowledge in the art ..• •••••• 

3 . What is the relevancy of the prior art to the claimed mventton? 

7 

The Legal Conclusion of Obviousness ^ 

■ A. Evaluation of Prima Facie Obviousness •••••••••• ^ 

' o How could the prior art be combmed? 

priorL suggcs, a .ason o, .CvaUon for ^ ^"^^-^l 

B. Rebuttal of the Prima Facie Case 

C. The Final Legal Conclusion 
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under37CFR§l.ia7ifchdleng«lbyAeapphcant Failure of iheappUcantt 
iht official notice of a fact may estabUsh it as prior ait 

3 Deten^ing the relevancy of each piece of pnor ar, to the claimed subject matter. 

and whether the art suggests combining individual teachings ,n the art 
111. The Legal Conclusion of Obviousness 

A.EvaluationofPri™!F-ci«Obviousness ^..^r must detenmne if they 

Once the relevant Grato. inquires have been competed, ^^l" ,„3„.ring the 
support a conclusion <^ prima facie obviousness. Th.s is nonnally done by ans 

''T^couldthecloses.priorar.couldbemodif.edorcombinedwithotherpriorar.toarriveat 
^r.— — adonorcombinadonwouldhavebeensuggestedby.^ 

Following is a detailed discussion of each of these two quesdons. 

.H^couldUiecoUecdveteachingsof^epHoranhavebeenmc^edorcombinedtoarrive 

at the claimed invention? 
Ueexaminermustf^tdetermineifaUcla^l— areshow^^^^^ 
^chingscouMhave^ncombinedtop™duced^.a^«^^^^ 

::rmTerrj::--appacant.s~^^-^^^^ 
— ^^^^^ 
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rationale may be an express statement in a reference, an irapUcation that can be drawn from one or 
more references or common knowledge in the art, such as established scientific principles or legal 
precedent. 

The strongest rationale for combining references is a recognition that some advantage or gxpectgd 
he.ne.ficial result would have been produced by their combination.^^ The recognition may be an 
express statement in a reference, an impUcation that can be drawn from one or more references or 
a convincing line of reasoning based upon estabUshed principles.l3 

It should be noted that, while a known advantage can be used as evidence of obviousness, there is 
no re quirement that an invention produce an advantage to be patentable.l^ A pawntabl? invention 
need not be "better" than the prior art; it need only have been nonobvious. It is improper, tiiereforc, 
to base an obviousness rejection on the lack of showing that the invention produces some 
advantage or unexpected result. To the contrary, the initial burden is on the examiner to provide 
some teaching in the prior art of the desirabiUty of doing what the inventor has done. Thus, an 
obviousness rejection cannot be based solely on the conclusion that certain differences between the 
closest prior art and the claimed invention arc "obvious matters of design choice" or some other 
equivalent language. It must be explained why the difference would have been recognized as a 
desirable choice. 

The reason or motivation to combine may often suggest doing what the inventor has done, but for 
a different purpose or to solve a different problem. It is not necessary in order to estabUsh prima 
facie obviousness that the prior art disclose the same advantage or result discovered by the 
applicant. 15 

The supporting rationale for combining prior art may also be based on legal precedent If the facts 
in a prior legal decision are sufficientiy similar to those in an appUcation under examination, the 
examiner may rely upon the rationale used by tiie court. For example, case law establishes that 
close structural similarity between chemical compounds (e.g.. homologs. analogs, isomers, etc. of 
a prior art compound) can suvpon prima facie obviousness of a claimed compound. The courts 
have also held that certain common practices, such as simple changes of size, shape or color of an 
article or reversal of mechanical parts in an apparatus, normaUy require only ordinary skill in Uie art 
and hence are considered routine expedients.i6 ReUance on prior case law is appropriate only 
when a common factual basis has been estabUshed. When an appUcant has demonstrated the 
criticality of a specific shape of an article, for example, it would not be appropriate to rely solely on 
prior case law to support an obviousness rejection. 



